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DETAILED ACTION 
Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains tine following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCI Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 
Group I, claim(s) 44-64, drawn to a method of embossing a web. 
Group II, claim(s) 65-74, drawn to a device for embossing a web. 
Group III, claim(s) 75-90, drawn to a laminate. 

2. The inventions listed as Groups l-lll do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: the common 
technical feature, coloring, the embossing, then applying adhesive to one sheet is 
taught by a combination of Biagiotti(WO 99/44814) and Ruppel et al.(U.S. Patent 
5,339,730) and thus is not considered a "special technical feature" and therefore the 
claims do not have a "special technical feature" in common. 

3. During a telephone conversation with Mary Breiner on 9/9/08 a provisional 
election was made with traverse to prosecute the invention of group I, claims 44-64. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 65-90 are withdrawn from further consideration by the examiner, 37 

CFR 1 .142(b), as being drawn to a non-elected invention. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
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remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 
Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 56 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 56, it is unclear how many layers of embossing there are on the 
second web. Claim 55 indicates it is embossed and then claim 56 also indicates it is 
embossed with a third series of protuberances. It is unclear if these protuberances form 
the previously mentioned background embossing. For the purposes of examination, 
they are considered to form the background embossing. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 44-64 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Biagiotti(WO 99/44814) in view of Ruppel et al.(U.S. Patent 5,339,730). 
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Biagiotti discloses forming an embossed laminate by making protuberances on a 
first web, making second protuberances on the first web, applying glue to the second 
protuberances, and joining it to a second web. (Figure 6) The reference does not 
disclose application of any colored pattern to the laminate. Ruppel et al. discloses that 
in conventional processes, one or more of the webs are printed on upstream or 
downstream of the embosser.(Col. 1 , II. 1 1-13) It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to print on the first web prior 
to embossing since Ruppel et al. discloses it is conventional in this art to print on the 
web either before or after embossing and to print on the same web the adhesive is 
applied to since there are only two choices. 

Regarding claim 45, Biagiotti discloses a pressure roll(31 1) and an embossing 
roll(309) and the adhesive is applied to the embossments while the web is still on the 
embossing roll. (Figure 6) 

Regarding claims 46 and 47, the first embossments are a background since they 
are smaller. The second embossments have greater height and less density. (Figure 7) 

Regarding claims 48-50, while Ruppel et al. discloses that conventionally printing 
occurs before embossing, it also shows embossing a pattern and then printing(1 13) on 
the embossed pattern before it is bonded to the second web. (Figure 2) It would have 
been obvious to one of ordinary skill in the art at the time the invention was made that 
the printing of a colored pattern could occur after formation of the first embossments 
since Ruppel et al. shows it is known to emboss a pattern and then print on the 
embossed web before bonding it to the second web and since this would form a pattern 
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in registration witli tlie embossnnents and would protect the ink between the two 
webs.(Col. 1, II. 14-17; Figure 2) 

Regarding claims 51 and 56, Biagiotti discloses the background embossing has a 
density of 10-100 per square centimeter.(Pg. 15, II. 27-28) 

Regarding claims 52 and 57, one in the art would appreciate that the percent of 
the surface covered by background embossing is within the purview of one skilled in the 
art. Additionally, Figure '^A shows the embossing wheel and the embossments appear 
to be spaced one embossment apart. Extrapolating this to all directions, the 
embossments would cover 1 in 9 spaces or less than 15%. 

Regarding claims 53 and 54, Ruppel et al. discloses it is known to color the 
glue.(Col. 1 , II. 22-25) It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to color the glue and to make it a different color from 
the printed pattern since two colors form a more decorative and pleasing pattern than a 
monochromatic color scheme. 

Regarding claim 58, Figure 7 of Biagiotti shows one of the second embossments 
per at least 6 of the first. Extrapolating that in each direction yields one of the second 
embossments per 36 of the first, leading to less than 3 of the second embossments per 
centimeter even for ICQ per cm of the first. 

Regarding claims 61 , 62, and 64, one in the art would appreciate that the pattern 
for the printing could be any conventional type of pattern and would have been well 
within the purview of choice of one skilled in the art. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to BARBARA J. MUSSER whose telephone number is 
(571)272-1222. The examiner can normally be reached on Monday-Thursday; alternate 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571 )-272- 1226. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
BJM 

IB. J. M./ 

Examiner, Art Unit 1791 
/Richard Crispino/ 

Supervisory Patent Examiner, Art Unit 1791 



